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Priority 

Acknowledgement has been made of applicant's claim for priority under 35 USC 
119 (a-d). The certified copy has been filed on 3/18/2005. 

Information Disclosure Statement 

The Information Disclosure Statement (IDS) filed 3/18/2005 has been placed in 
the application file and the information referred to therein has been considered. 
Drawings 

The drawings received 3/18/2005 are acceptable for examination purposes. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Oda 
(JP 2001-276555). 

Oda discloses a fuel cell in which the electrolyte is a polymer electrolyte [0017] 
(Applicant's solid electrolyte film). The fuel cell has a deoxygenation membrane module 
52 prior to entering the cathode. See Drawing 4. It is noted that the membrane module 
is disposed between the cathode 53a and the passage 9. It is further noted that the 
membrane module covers the surface of the cathode electrode from the passage 9 
(Applicant's claim 2). 
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Regarding Applicant's oxygen/nitrogen separation coefficient as claimed in 
claims 1 and 2, Oda discloses that the voltage generated by a fuel cell will improve by 
increasing the oxygen concentration [0041]. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to increase the oxygen 
concentration of the air of Oda for the benefit of increasing the fuel cell performance. 
Oda clearly teaches that oxygen concentration is a result effective variable. It has been 
held by the courts that discovering an optimum value or workable ranges of a result- 
effective variable involves only routine skill in the art, and thus not novel. In re Boesch, 
617 F.2d 272, 205 USPQ 215 (CCPA 1980). See MPEP 2144.05. Generally, 
differences in concentration or temperature will not support the patentability of subject 
matter encompassed by the prior art unless there is evidence indicating such 
concentration or temperature is critical. "[W]here the general conditions of a claim are 
disclosed in the prior art, it is not inventive to discover the optimum or workable ranges 
by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 
1955). MPEP 2144.05 

Regarding claims 3 and 4, the membrane comprises alkoxide of silicon, which is 
a mixture of tetra alkoxysilane and trial koxysilane (Applicant's polysiloxane-based 
polymer film) [0027]. 

Regarding the water vapor transmission coefficient as claimed in claim 6, Oda 
discloses that the membrane thickness is between 0.1-10 micrometers. If it is less than 
0.1, the oxygen density improving becomes insufficient. If it is more than 10, the 
transmissivity of oxygen will fall [0031]. It would have been obvious to one of ordinary 
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skill in the art at the time the invention was made to vary the thickness of the membrane 
depending on the desired oxygen concentration of the air of Oda. Oda clearly teaches 
that the pore size is a result effective variable. It has been held by the courts that 
discovering an optimum value or workable ranges of a result-effective variable involves 
only routine skill in the art, and thus not novel. In re Boesch, 617 F.2d 272, 205 USPQ 
215 (CCPA 1980). See MPEP 2144.05. The instant Specification pg 9, 3rd paragraph, 
states that "the separation membrane 330 having a film thickness within the range 
described above, it is desirable that its material has a water vapor transmission 
coefficient Pw satisfying formula (1 ) below" Pg 8, last paragraph states that the 
thickness is 0.1 um-1 um. Thus, the water transmission depends on the thickness of the 
membrane. Thus, varying the thickness of the membrane of Oda will necessarily vary 
the water transmission coefficient. 

Further, Oda discloses that the membrane is immersed in the sol of fluorine 
component content and calcinated to form a film that has water repellence of 2 um or 
less on the membrane to form a hygroscopic surface suppressing film. If the thickness 
exceeds 2 um, the transmission quantity of gas will fall. 1 um or less is desireable. Oda 
clearly teaches that the thickness of the fluorine sol coating is a result effective variable. 
It has been held by the courts that discovering an optimum value or workable ranges of 
a result-effective variable involves only routine skill in the art, and thus not novel. In re 
Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). See MPEP 2144.05. 

Oda does not disclose that the fuel cell is a liquid fuel type fuel cell (Applicant's 
claim 1), in which methanol is the fuel (Applicant's claim 7). Oda discloses that 
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methanol is used in the art as fuel [0005]. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use methanol as fuel in the 
fuel cell of Oda since it has been held by the court that the selection of a known material 
based on its suitability for its intended use is prima facie obvious. Sinclair & Carroll Co. 
V. Interchemical Corp., 325 U.S. 327, 65 USPQ 297 (1945). Se MPEP 2144.07. 



Conclusion 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cynthia Lee whose telephone number is 571-272-8699. 
The examiner can normally be reached on Monday-Friday 8:30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Cynthia Lee/ /PATRICK RYAN/ 

Examiner, Art Unit 1795 Supervisory Patent Examiner, Art 

Unit 1795 



